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DETAILED ACTION 

Claim Objections 

1 . Claim 1 is objected to because of the following informalities: The decimal point 
should be represented by a period and not a comma, e.g. "0,40-0,60" should be 
--0.40 - 0.60--. Appropriate correction is required. 

Specification 

2. The disclosure is objected to because of the following informalities: In tables 1 
and 2 on pages 12 and 13, the decimal point should be represented by a period and not 
a comma, e.g. "0,42" should be —0.42—. 

Appropriate correction is required. 

Double Patenting 

3. Claim 17 is objected to under 37 CFR 1.75 as being a substantial duplicate of 
claim 1 . When two claims in an application are duplicates or else are so close in 
content that they both cover the same thing, despite a slight difference in wording, it is 
proper after allowing one claim to object to the other as being a substantial duplicate of 
the allowed claim. See MPEP § 706.03(k). Claims 1 and 17 recite same alloy 
composition, hardness value and PRE-value. Although claim 1 additionally recites 
"which should be possible to be attained by hardening without deep freezing", such 
limitation is optional and only a possibility. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1 to 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Japanese patent 2001-49399 ("JP-399"). 

6. The English abstract of JP-399 discloses martensitic stainless steel alloy having 
a composition with constituents whose wt% ranges overlap those recited by claims 1 to 

6. and 12 to 17; such overlap in wt% ranges establishes a prima facie case of 
obviousness because it would be obvious for one skilled in the art to select the claimed 
alloy wt% ranges over the broader disclosure of the prior art since the prior art teaches 
the same utility for making cutting edge tool and same hardness property of >56 HRC. 
Also similar to present invention, prior art steel is made by austenitizing, quenching and 
tempering without deep freezing. 

7. More specifically, prior art example 8 in table 1 meets the claimed composition 
except for 2.31 % Mo which is slightly lower than the claimed Mo range of 2.5-4.0%. 
Nevertheless, it would be obvious to increase Mo content since prior art teaches a 
broad Mo range 1 to 3%. In addition, prior art example 8 exhibits a hardness of 
59.4HRC in table 2; and when calculated, has a PRE-value = 25.3. 

8. The computer-generated English translation of JP-399 in paragraph [0001] 
teaches using steel to making edged tool, which would include blade, knife or cutting 
tool as recited by the dependent claims 8 to 1 1 . 

9. Although JP-399 does not disclose a steel alloy comprising carbides, nitrides 
and/or carbonitrides with a maximal diameter not to exceed 5 urn as recited by claim 7, 
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such property would be expected since composition and process of making are closely 
met and in absence of proof to the contrary. 

1 0. The unapplied reference has been cited to further depict the state of the art in 
tool steel alloy. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Deborah Yee whose telephone number is 571-272- 
1253. The examiner can normally be reached on monday-friday 6:00 am-2:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on 571-272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Deborah Yee/ 
Primary Examiner 
Art Unit 1793 

/DY/ 
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